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clothing registered a Community Trade Mark
(“CTM”) for ASSOS including “clothing, footwear
and headgear”. It brought proceedings against
Asos, an online fashion retail business for trade
mark infringement and passing off and attacked
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the validity of Asos’ UK mark. Asos denied
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infringement and relied on, amongst others,
the own name defence. It also counterclaimed
that the ASSOS CTM was liable to be revoked
for non-use (save for in relation to technical,
specialist, cycling clothing, accessories and
ancillary products) and also claimed invalidity.
The Court of Appeal unanimously held that there
was a likelihood of consumer confusion and that
detriment had been caused to the distinctive
character and repute of the ASSOS mark.
However, the Court was split on the extent to
which the specification of the ASSOS CTM
should be revoked and, crucially, whether Asos
should be able to rely on the own name defence.
By majority, the Court held that the specification
of the CTM should be as found by the court
at first instance, limited to a range of relatively
specialist clothing, save for an amendment which
found that racing clothing was too narrow.
Again by a majority, the Court also held that Asos
could rely on the own name defence meaning
that there was no infringement. Of particular
relevance overall was the fact that Asos had,
in the Court’s view, acted fairly in relation to the
Claimant’s interests.
This case, which seems likely to be appealed
to the Supreme Court, is particularly interesting
for the successful deployment of the own name
defence by a company.
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Agreement reached by European bodies
on trade mark reforms package
Provisional agreement has been reached between the European

Stronger measures to tackle counterfeit goods in transit through

Commission, European Parliament and the Council in respect

EU territories, improving provisions for combating counterfeit

of the proposed trade mark reforms package. According to the

goods to prevent use of the EU as a global distribution hub; and

Commission, the measures agreed in April through the ‘trilogue
discussions’ will streamline the trade mark registration process
promoting innovation and entrepreneurship through greater
accessibility, efficiency and trade mark protection for businesses.
The key changes proposed are:
Significant fee reductions for Community Trade Marks (which
cover all EU member states), leading to savings of up to 37%;
A more harmonised registration process across all EU trade
mark offices; co-operative and more efficient procedures which

Modernising legislation and improving legal certainty by
clarifying the scope of trade mark rights and their limitations,
removing ambiguities and updating provisions in line with
contemporary business needs.
The political consensus reached by the three institutions will see
amendments to the CTM Regulation and the CTM Fees Regulation,
as well as a revamp of the Trade Marks Directive. The agreed
measures still require formal confirmation from the European
Parliament and Council, which is expected later this year.

will benefit businesses, particularly SMEs;

Digital Single Market Strategy
unveiled by European Commission
One of the European Commission’s stated priorities during Jean-

Propose changes to EU copyright law that: will enable

Claude Juncker’s presidency is the creation of a Digital Single

consumers to access online services (such as on-demand

Market in Europe by removing barriers to cross-border online

television) that they have paid for in their home country while

activity. The strategy was set out in a paper released on 6 May

visiting another country through the facilitation of licensing

2015, which anticipates the introduction of wide-ranging legislative

of rights; will harmonise exceptions to copyright in the fields

changes within an ambitious timeframe.

of research, education and data mining; and will modernise

In terms of IP-specific proposals, by the end of 2015 the
Commission intends to:
Conduct a review leading to proposals for preventing unjustified
‘geo-blocking’, where online sellers currently deny consumers
access to websites based in other EU countries, or re-route them
to a local website often with different prices. It is expected that
legislation will be introduced in early 2016 that will significantly

the enforcement of IP rights, focussing on commercial scale
infringements; and
Launch an assessment of the role of ISPs, search engines
and social media platforms, with a particular focus on
introducing more rigorous procedures for the rapid removal
of illegal (including infringing) content, which may include the
introduction of a duty of care.

reduce the circumstances in which geo-blocking is permitted to

The Commission has stated that each action will be subject to

those where it can be justified due to, for example, compliance with

consultation and impact assessment.

specific local laws or territorial exclusivity in the audio-visual sector;

Goodwill: is reputation enough?
The Supreme Court recently confirmed that a claimant in a passing

The Court commented that a balance between the public interest

off claim must establish actual goodwill by proving it has customers,

in free competition and the protection of traders against unfair

rather than a mere reputation, within the jurisdiction.

competition must be found. A claimant who has obtained a

Since 2006, Hong Kong based media company, Starbucks (HK),
has provided an internet protocol television service, NOW TV,
which was the largest pay TV operator in Hong Kong. Litigation

reputation for a mark in the UK due to sale of its products and/or
services outside the jurisdiction has not done enough to justify it
obtaining an effective monopoly in the UK in relation to that mark.

commenced in 2012 when Sky announced it was going to launch
its own internet TV service under the same name.
The Supreme Court considered whether Starbucks had established
the requisite goodwill within the UK. In dismissing the appeal, the
Court followed established case law and held that reputation alone
was not enough to found a case of passing off.
Although UK residents were able to get acquainted with
Starbucks’ NOW TV through the company’s website, its free of
charge “channel” on YouTube and video-on-demand services
on various international airlines, these people were not actual
customers in the UK. It was noted that the purpose of making
the content available through those means was to promote
Starbucks’ service in Hong Kong by encouraging people to
subscribe to it in that jurisdiction. It was not enough for Starbucks
to show that there were people in the UK who happened to be
Starbucks’ customers when they were abroad.

“In dismissing the appeal, the Court
followed established case law and held
that reputation alone was not enough to
found a case of passing off.”

Court grants access to patent licence details
Under the Civil Procedure Rules (“CPR”) the court has the power
of pre-action disclosure, to order disclosure of documents before a
claim has commenced. The purpose is to assist parties in resolving
disputes without the need to issue a claim.
In making a decision the court will consider first, whether the tests
set out in the CPR are satisfied i.e. are the parties likely to be
involved in subsequent proceedings and if so, is it probable that
the documents would be disclosed under the standard disclosure
obligations. Secondly, as a matter of discretion, should the court
make the order?
This decision of Mr Justice Arnold to grant disclosure highlights
the modern approach to pre-action disclosure in IP cases and the
usefulness of this procedure. It also opens up the possibility of
readier access to previously confidential patent licences for parties
Ticketogo is the proprietor of a UK patent for a method of issuing

faced with infringement claims.

a ticket containing a barcode in an image file format over the
internet. When Big Bus (a tour operator) did not enter into a
licensing agreement for use of the patent with Ticketogo, a claim
for patent infringement was intimated against it. Big Bus made an
application for pre-action disclosure to obtain the patent licences
granted by Ticketogo to third parties, so that it could quantify the

“In making a decision the court with
consider first, whether the tests set out in
the CPR are satisfied...”

value of the claim.

Improvements in design registration tools
Both the UK and Community trade mark Offices are developing
different tools to enhance service to customers who want to protect
their designs.
The UKIPO is moving towards an online design application process.
This should improve the quality of design applications as customers
will be able to provide design representations electronically. It will
also streamline application processes at the Office, making it easier
and quicker to obtain registered design protection.
The software has been tested with customers and the Office hopes
to launch the new system soon.
Moving to the CTM, OHIM is also looking to implement a new
designs filing tool. It is adapting its current online application
platform to bring it in line with the remainder of OHIM’s website and
to fix some glitches associated with uploading multiple images.
In addition to the standard seven representations, users will be
able to upload a further three, “non-protected views”. In the event
of issues with the seven protected views during examination,
applicants will be permitted to swap the problematic view with one
of the three additional representations.
Finally, OHIM planning to adapt its platform to accept a number
of different formats in relation to 3D files, e.g. OBJ, XTL and X3D.
However there are still some limitations as these images will be
converted to black and white, even if the original design is in colour.

SCRAMBLE in the Court of Appeal
Mattel, makers of the board game SCRABBLE, brought
proceedings against Zynga for trade mark infringement and
passing off in respect of Zynga’s use of the signs “SCRAMBLE”
and “SCRAMBLE WITH FRIENDS”, relying on three Community
Trade Marks: two for SCRABBLE (in the form of a word mark and a
figurative mark) and one for the word mark SCRAMBLE.

Points of interest arising from the Court of
Appeal’s judgment
1. The Court refused to extend the ruling in
Specsavers on context of use (of the infringing sign
in that case) to take account of the context in which
Mattel’s (i.e. the trade mark owner’s) SCRABBLE
mark had been used when determining whether the
mark had been infringed.
2. The Court held that there is no “minimum threshold

Zynga successfully defeated the claim and Mattel appealed.

Court of Appeal decision
1. Mattel’s SCRABBLE marks had not been infringed by Zynga’s
use of the signs SCRAMBLE and SCRAMBLE WITH FRIENDS
(upholding the first instance decision);
2. The validity of Mattel’s SCRAMBLE mark was reinstated
(reversing the first instance decision that the mark was invalid
and/or liable to be revoked for non-distinctiveness). Zynga’s
infringement of that mark was upheld; and
3. Mattel’s SCRABBLE marks had not been infringed by Zynga’s
use of the “twisted M” logo (reversing the first instance decision).
Mattel won the appeal, therefore, on the basis of its SCRAMBLE
mark, but not its SCRABBLE marks.

of similarity” to be met between the mark and
the allegedly infringing sign before the Court can
consider whether a likelihood of confusion exists.
3. It is not surprising that the Court overturned the first
instance decision that SCRAMBLE and SCRABBLE
were not similar. Nevertheless, the Court found
there was no likelihood of confusion as there had
been extensive side-by-side use of the two marks
with very minimal evidence of actual confusion.

PINK LADY highlights autonomy
of OHIM decisions

A recent decision (T-378/13) has provided a useful

The Opponent also submitted that the final judgment

restatement of the extent to which the Community

of a CTM court (uncontested by the Applicant) gave

trade marks Office is (or is not) bound by decisions of

rise to a legitimate expectation that the harm caused
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The case concerned an opposition to a CTM
application for the sign English Pink, based on three
earlier CTMs for PINK LADY. The Opponent was
unsuccessful and appealed to the General Court.
The most significant ground of appeal was a claim
that the decision contained no reasoning as to
the inferences to be drawn from the Opponent’s
successful Benelux action against the Applicant,
based on a national registration for PINK LADY. In
that case it was held that English Pink did infringe the
earlier right.
The General Court found that the Board’s decision
did not refer to the judgment, so it failed to comply
with the requirement to state reasons, dictated by the
CTM Regulation. For this reason alone, the contested
decision must be annulled.

legal certainty, from adopting a contrary decision in
opposition proceedings.
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should have taken into account the judgment.
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